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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 

application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 

t 

forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
20, 2006 has been entered. 

The applicants amend claims to introduce that a cyclodextrin grafted to an acid 

i 

anhydride functionalized polyolefin resin is an unmodified cyclodextrin. The amendment 
after final rejection has support in the original specification at page 42, lines 24-25. 
The cancellation of Figures 2 through 6 is noted. In light of this cancellation the 

specification should be corrected in "Brief Discussion of the Drawings at page 23. 

• i 

The cancellation of claims 20, 22-24, 30-81, 92, 97-161 is noted. 
Applicants file new claims 163-165. 

Claim Rejections - 35 USC §112 

.2. Claims 96 and 165 are rejected under 35 U.S.C. 1 12, second paragraph, as 

• i 

being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Claim 96 recites the limitation "wherein the cyclodextrin compound has a 

substituent substantially on at least one -OH group at the -2 position of a glucose 

• i 

moiety in the cyclodextrin" in lines 1-3. There is insufficient antecedent basis for this 
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limitation in the claim 96. Claim 96 is depending on claim 82. Since the amended claim 
82 requires an unmodified cvclodextrin. the thermoplastic polymer chip in claim 96 is 
indefinite in light of that the cyclodextrin compound has a substituent substantially on at 
least one -OH group at the -2 position of a glucose moiety in the cyclodextrin. 

4. The dependency in the new claim 165 is not proper, since claim 1 1 1 is canceled. 

i 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A j patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 16-19, 21, 25-29, 82—91, 93-96 and 162-164 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Wood et al U.S. Patent 5,882,565 or EP 1 

• i • 

559 746 (cited by applicants) each in view of either Yahiaoui et al U.S. Patent 6,613,703 
or Frank et al U.S. Patent 6,851,462; or Pitha et al U.S.Patent 5,173,481; or Sun et al 
U.S. Patent 6,689,378; or JP 031 00065 to Yoshinaga. 

■ i 

The term "unmodified" cyclodextrin does not exclude derivatized cyclodextrin having at 
least one substituent on at least one -OH group at the -2 position of a glucose moiety 
in the cyclodextrin, support of that can be found in the original claim 96. 
The term "unmodified" is equivalent to the term "unsubstituted." 
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Wood' 565 has been discussed in the previously filed office actions. 
The applicants argument is that Wood'565 discloses a derivatized=modified 
cyclodextrin, wherein upon the amendment of 04/26/2006 the present invention claims 
an unmodified cyclodextrin. 

EP'746 discloses grafted cyclodextrin by cooperation=reaction between the cyclodextrin 
grafted onto the thermoplastic polymer. EP'746 recognizes that a starting cyclodextrin 
can be unmodified cyclodextrin [0008] at page 2. By grafting, a functional group such as 
hydroxyl functionality of the cyclodextrin reacts with a reactive functional group on the 
maleated polyolefin [0010] to [0015] and [0017] line 30. The cyclodextrin compound has 
a substituent substantially on at least one -OH group at the 2 position of a glucose 
moiety in the cyclodextrin, claim 5 at page 27. That is readable in the present claim 96. 

Yahiaoui discloses any cyclodextrin, column 5, lines 45-52. The cyclodextrin compound 
is chemically reacted with the hydrophobic polymer which has been grafted with an 
acrylic acid or polyacrylic acid, col. 7, lines 58-61 and col. 8, lines 18-22. 

Frank'462 discloses a rubber composition containing a cyclodextrin compound wherein 
a cyclodextrin compound or a substituted or derivatized cyclodextrin is compatible with 
the rubber, col. 3, lines 33-35. Cyclodextrin molecule contains at least one substituent 
on a cyclodextrin primary carbon atom, claim 3 at column 1 1 for producing a derivatized 
cyclodextrin molecule. By reviewing the disclosure in Frank invention it was found that 



Application/Control Number: 10/672,297 Page 5 

Art Unit: 1711 

Yoshenaga, JP 3-100065 discloses an unsubstituted cyclodextrin in a film layer, col. 1, 
lines 35-36. 

Pitha discloses the starting alpha-, beta- and gamma-cyclodextrin that is known as an 
unsubstituted cyclodextrin. The starting cyclodextrin is converted into a substituted 
cyclodextrin having desired functionality. 

Sun discloses the cyclodextrin that is not being derivatized. The cyclodextrin includes 
any of the known cyclodextrins such as unsubstituted cyclodextrin, col. 3, lines 48-58. 
The cyclodextrin is immobilized on the substrate having free hydroxyl groups, or 
carboxylic acids, anhydride groups, col. 5, lines 48-48; column 6, lines 22-25 and 50-67; 
col. 7, lines 15-50. 

Yoshinaga, JP 3-100065 discloses any cyclodextrine as discloses in the Abstract. 

The unmodified cyclodextrin is known in the prior art. Each of the secondary reference 
discloses using an unmodified starting cyclodextrin. 

In light of the fact, the starting unmodified cyclodextrin upon the contacting with a 
functionalized polyolefin or other functionalized thermoplastic resin having grafted 
functional polar group will inherently produce derivitized cyclodextrin by chemical 
reaction between the -OH group in the cyclodextrin and a grafted polar group of said 
polyolefin or other grafted polar group of the thermoplastic resin. 
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It would have been obvious to one of ordinary skill in the art to use a starting 

cyclodextrin in Wood"565 invention or EP'746 by employing of an unmodified or 

i 

unsubstituted cyclodextin by teaching in each of the secondary reference for the 
purposes for obtaining the claimed requirement. The prima facie case of obviousness is 
that unmodified dextrin is easily converted into a derivatized cyclodextrin upon reaction 

between the hydroxyl group of said unmodified cyclodextrin and a functional polar group 

i 

of grafted polyolefin, therefore, a similar effect would have been expected to provide 
adequate results. There is no showing of unexpected results derived from said use. 



Any inquiry concerning this communication or earlier communications from the 

■i 

examiner should be directed to Olga Asinovsky whose telephone number is 571-272- 
1066. The examiner can normally be reached on 9:00 to 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 

• i 

for the organization where this application or proceeding is assigned is 571-273-8300. 



I 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




O.A. 




James J. Seidleok 
Sipervisory Patent Examiner 
Technology Center 1 700 



